Asserting your IP rights

Asserting intellactual property rights does not necessarily
entail going to court.There are other more cost effective
ways of enforcing such rights, or knocking out those of

com petitors

Sofiadrenal,a trade mark partner at Mawburn Ellis LLP.

Procedures before Trade Mark
Offices, otherwisa known as opposi-
tions or carcellation actions, provide a
means of attacking somecne else's
trade mark either before or after reg-
Etration, without the expanse of litiga-
tion."Thess procedures ara ruch less
axpansive than equivalert court pro-
ceadings, and often achieve a com-
mercially valuable result” says Arenal.
She contmues: "However, that's mot
to say that oppositiors bar you from
going to court, as was recently con-
firrned at the Court of App=al in'tha

Special Effects caze"

Preserving your monopoly

“Whilst applications are oftan moni-
torad by competitors to gain an irdi-
cation of competing business strate-
ges, they should alse b= mon tored by
owrers to ensure that intellectual

property rnghts (IPRs) are not
encreached upon She adds:"If a par-
ticular field becomes crowded, it
becomes harder to stop othars join-
ing the crowd, which may result in the
loss of competithe advantags.”

If a trade mark application is filed
whikch is too similar to a previous mark,
an chjection may be mads, in the form
of an oppostion, to protect the arlier
right BEvidenca may b= filed ard a deci-
sion will either be taken on the basis of
the papers, or following a hearing,
where both sides have the chance to
argue their case orall: She continued:
"M goes without sawing that a thorough
knowledge of the case and careful
preparation of the evidence can b=
crucial to a successful cutcome.”

A" coolirg off pariod” ocours fairly
early in the trade mark opposition
process, which allows the parties time

to negotiate, This can be very valu-
ahle, and negotiated settlernents ara
achieved in a fair proportion of cases.
“Filing ar cpposition can be a good
way of applyirng pressure on another
company to come to the negotiating
table and settlemerits usually covar
whez can do what, in terms rot only of
trade mark registration, but ako what
will happen in the markst, ' commerits
Arznal

Attack as aform of defence
YWhera a rival compary has a trads
rnark, patert or design registration
which stards in the way of a proposed
riew product laurch, it is Fportant to
avoid infringerment. 'Clearly you do
riot wish to be on the receiving erd of
enforcement procesdings.  So, in
ordar to avoid this, it rmay well be pos-
shle to limit the earlier night by attack-
ing it, andior cbtain a licance or rego-
tiated concessicn from the earlier
right owrar that they will not sue you,
or that you can go ahead in a particu-
lar sphere, provided vou keap out of
another. Thers may be competiticn
law issues involed, but your legal
team can adwvisz on thi''she adds.
Arenal conludes: "In essarce, In
arder to enforce your [P rights, you
nieed to nurture thern and use thern
effactively in the markstplace. Lke ary
busiress tool IP rights need to be kapt
sharp"
For more information contact Sofio
Arenal Trade Mark Partner, Mewburn
Eliz LLF on +44 287 2404405 or at
sofinarenalimewbumozsm or visit
wemewhum.com
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